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I. ARGUMEKTS 

In response to che Examiner's Answer, Appellants tcassert the primaty arguments set forth 
in the AppeJ Brief. In addition. Appellants address the arguments set forth therein. 

A- Independent Claims 35, 47^ and 57 Art^ Patentable Over Pedman in viev pf 
PocketTV and fiifther in v iew of Huang 

Appellants note that the claims are very specific in their limitations. In this regard, the 
claims explicitly provide that the STB has specific capabilides: the STB must be capable of receiving 
audio/visual information fitom a hand-held computing device and must be capable of displaying 
such received information on an output device. 

The Office Actions and Examiner's Answer assert that such limitations are equivalent to 
features of a VCR; that the PocketTV press release is a miniature VCR, and therefore, the PocketTV 
press release meets the limitations of the claims. Appellants respectfully disagree and have attacked 
the validity and the manner in which tlie PocketTV press release has been used throughout the 
prosecution hL^itory of this case. 

Page 29 of the Examiner's Answer responds to some of die prior arguments. In this text, 
the Answer presumes the reference to be operable and states that the Applicants must provide facts 
rebutting the presumption of operability. While the MPEP does provide that a reference is 
presumed to be operable, such a presumption is based on a condition precedent. Namely, die 
MPEP requires that the refetence relied on must "expressly anticipate or make obvious all of the 
claimed invention". Appellants submit that the reference dues not make obvious all of the claimed 
invention. More specifically, the PocketTV press release fidls to make obvious the specific claim 
limitations for which the PocketTV press release is relied upon. In this regard, \inder MPBP 
2121.01 "The disclosure in an assertedly anticipating reference must provide an enabling disclosure 
of the desired subj€u::t matter; mete naming or description of the subject matter is insufficient, if it 
cannot be produced without undue experimentation. Elan Pbam., fnc. v. **>Mqyo Found Far Meet 
Educ. <drReseafvh<, 346 F.3d 1051, 1054, 68 USPQ2d 1373, 1376 (Fed Cir. 2003). 
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In view of the above, rather than relying on explicit aspects of the PocketTV press release 
to teach particular claim limitations, the Answer and Office Actions rely on a quotation from the 
President of the producer of PocketTV (Tristan Savatier) that states "With PocketTV, your 
Handheld or Pabn-size PC becomes a miniature VCR. . The Action then concludes that since 
it can become a miniature VCR, the VCR like aspects of the claimed invention arc rendered 
obvious. Such conclusions and logical leaps by the Patent Office are without merit. Again. 
Appellants are not asserting that the PocketTV device discussed in the article does not exist or is 
not operable. What Appellants are asserting is that the alleged features of the PocketTV device 
upon which the Examiner relies upon to reject specific claim limitations are neither taught nor 
rendered operabJe by the PocketTV press release. Again, should the Examiner desire to provide 
a user manual or guide that describes such features and they are used with respect to the specific 
claim limitations, then the Appellant would have to address such limitations. However, to date, 
the Examiner has failed to provide such a user guide. 

The Examiner continues and states on page 30, that 'there does not appear to be any 
sensible basis to doubt the assertion that the software enables a 'handheld computing device' to 
become a miniature VCR which allows for the recording/playback of video files". Appellants do 
not necessarily disagree with such an assertion. However, the claims do not provide for merely 
recording and playing back video files. On the other hand, as set forth in the Appeal Brief, the 
PocketTV press release is merely used to playback video on the device itself. What the claims 
provide for is to receive the content fi-om one STB, store the content, and then transmit the 
content to a second STB for display on an output device. Such a teaching is completely lacking 
fi-om that of the PocketTV press release or the other cited references (either alone or in 
combination). 

Appellants also note that the Answer states that a removable memory module of the HP 
Jordana device could be construed as analogous to a cassette tape (see page 29 of Answer), Such 
a use of a memory module distinguishes fi-om and teaches away fiom the transmission as set 
forth in the present claims. In this regard, no memory module needs to be removed and placed 
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into another device to transmit the content to the STB for display as claimed. Thus, the Patent 
Office in fact acknowledges some distinguishable features of the PocketTV device that teaches 
away from the present invention. 

The Answer continues on page 31 with niimerous assertions that the PockecTV device is "a 
miniature VCR**. Again, such a tc^-ching is wholly and completely lacking &om the PocketTV press 
release- One cannot merely make a statement widiouc any evidentiaty or factual support and then 
rely on such a statement for such facts. Fox example. Appellants cannc^t assert in a press release 
"My bicycle becomes a miniature car**, and then State that since cars have engines, the bicycle 
teaches the use of an engine on a bicycle. There is absolutely no tational logic that supports such an 
allegation. Yet» such an allegation is exactly what the Examiner is attempting to do in this case. 
Again, Appellants are not asserting that the PocketTV device cannot be used to playback content c>n 
the device itself. What Appellants are asserting is that the PocketTV device is not a miniature VCR 
and is not capable of receiving, storing, and tiansmitting content as set forth in the present claims. 

In response^ the Examiner's Answer asserts that the combination of Perlman widi the 
PocketTV press release is being used and not the PockeflV reference alone. While Applicants agree 
that one cannot show non-obviousness by attacking references individually where the rejections are 
based on combinations of references, the claimed invention must also be examined as a whole and 
whether the *Svhole" claimed invention would have been obvious at the time of invention (see 
MPEP §2142). In addition, tmder MPEP 5706.02(}) "there must be some su^estion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art, to modify the reference or to combine reference teachings." No 3u«=h su^stion or 
motivation exists in either the PocketTV press release or in Perlman. 

In addition, the Answer continues and relics on the HP Jornada user's guide that describes 
the browsing of the Jordana desktop fox the motivation to display the content on a large screen. 
Appellants note that this portion of the user guide provides: 

While the HP Jotnadd ia connected to a desktop PC, you can use ActivcSync to bcowse the contents 
of the f-fP Jomada from your desktop. 
To brcTwse tht, HP Jornada desktop 

1 . On the File m^u of the ActiveSjmc window, click Explore. Windows Explorer opens die Mobile 
Device folder. 
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You can cut. paste, and copy filts berwccn folders on the P/PC, at transfer files beiween the P/VC 
and yoxa desktop PC, simpl^ by dag^g the file icons becween the appropnate foldcr«. 

Such content &gain illustrates the limitation that it must be connected to a PC. Such a 
requirement is particularly true since the Windows Explorer application must be used and a menu of 
an ActiveSync application. Such a u$c clearly demoniittates the differences between the STB of the 
claimed invention and a PC that the Jotdana device is connected to. 

In addition. Appellants note that the handheld device, as claimed, controls the STB using a 
command signal and transmits the content to the STB for display. Such a teaching is again entirely 
lacking from any of the cited references, either alone or in combination. 

Page 34 of the Examiner's Answer acknowledged the lack of teaching of the PockctTV press 

release in combination with Perlman but continued with an imptcrpcr interpretation of the 

arguments set forth in the Appeal Brief: 

The PockctTV^" reference in combinanon xrtth the Perlman reference is silent 
rcgHxding the fiuthcr usage of the "bftndkeld computing device' as a fonn of remote 
comroUer. Responnive to appellants arguments (Page 15, Paxa. 3). the Huang reference is 
provided to teach and provide mothration for facilitating EPG and for conUoHing a number 
of devices using a *handhdd computing device*. The particular limiudons that the examiner 
conchidcs arc tau^C by the reference and the motivation co combine the reference with the 
other references is not addressed in the Appeal Brief. AccOtdin^y, the examiner concludes 
that the particular usage and teachings of the Huang reference are not at issue for Appeal 

Appellants respectfully disagree with and traverse such an assertion- The Appeal Brief 
provides; 

The Office Action relics on the teachirig of Huang for contcoUiog one or more STBs ufiing 
the command signal >3CTiile Huang disdosea a remote control system via a PDA (see col 4, hncs 62- 
66 and Tide), Huang still faUs to cure die deficiencies of Perlman, PockctTV, and the HP User G\iide 
as described above. Specifically. Huang is limited to the user of a PDA as a remote control to control 
consumer electronics devices (see coL 4, line 66-col. 5. line 1), However, Huang still foils to teach die 
receiving or transmitting of audio /visual informadon from a handheld device to an STB as claimed. 
Furthcx, none of the cited references even remotely describe an STB diar is capable of displaying 
audio/visual information on a display where that audio/ visual information was received from a 
handheld computing device (as claimed). 

In view of the above. Appellants submit that the Patent Office is breaking down the claims 
into its consdment parts and wholly failing to consider the claims as a whole. MPEP 2141.01 
provides that "in determining the differences between the prior art and the claims, the question 
under 35 U^-C 103 is not whether the differences themsetves w ould have been obvious, but 



-5- 



PAGE 6/17 * RCVD AT 1 1/8/2008 5:55:32 PM [Eastern Standard Ti^^ 



11/08/2006 15:59 FAX '3109640941 P & L LEGAL @|007/017 



whether the claimed invention as a whGle.would have been obvious. Stratoflex, Inc. v. Aeroquip 
Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cit. 1983); Schenckv, Nortron Corp , 713 F.2d 782, 
218 USPQ 698 (Fed. Cir. 1983)." The present invention provides for a unique device that provides 
significant advantages over the prior art. In addition, the combination of all of the claim elements 
muat be considered together as a whole and not in individual parts. As previously asserted, the 
Patent Office has still failed to present any modvation to combine the cited references as suggested. 
Further, even if combined, the present invention would not result. Instead, an unworkable device 
that does not perform the daim limitations nor provide the advantages of the present invention 
would result. 

B. n qv-TiHent Qloim 4ft T« P^it^nrahle Ov et Pedman in view of PprkerTV pnd fuyth^ tn 
view of Huang 

In response ro the Examiner's Answer, Appellants reassert the arguments set forth in the 
Appeal Brief. Primarily, the Patent Office is relying on in^ermissible hindsight and fails to teach the 
detailed limitations of the clairns when considered as a whole. 

Again, the claimed device provides for using a handheld computing device. In diis regard, 

die device receives audio/visual information from a set top box (wherein such information was 

received in the STB from a broadcast). The STBs are configured to transmit and receive die 

audio/visual information to die device and to display the information on an output device In 

addition, the device is configured to receive commands from a user that controls one STB while at 

the same time being able to transmit the information to a different STB (than the STB that 

transmitted the info to the device) that displays die information on an output device. This 

dependent claim explicidy provides diat the STB sends the information to one device but receives 

information firom a second different device and displays the infomiation. Such limitations are 

nowhere to be seen in any of the cited references, either alone or in combination. 

The Examiner argues: 

If convenboaal is to be ccmstxued per appeUanfs own definition as being 'unimaginaiive' then it 
foUows thar a particular modification to (he illustrated axchirecturc of Figure lof the appHcation to 
utilize diffcxeni handhdd computing devices would similaify be an Smimaginativc' leap. Therefore, 
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why would the paidculai modification to dit combined rcfciences wiiich prcRcnt the same 
architecture as that of the application be conaide^ed non-obvious to one skilled in the art in hght of 
appellant's dear statement that it is an hinimagiaadvc' modificadon to what i$ ilhistrated in Figure 1. 

Appellants respectfully disagtee with and traverse such assertioiis. Appellants note that 
different standards ate used for determining whether support exists in an application fox supporting 
a written description with respect to die drawings and versus that of a non-obviousness 
determination. With respect to the written desctiption, as stated in the Appeal Brief, 37 CFR 1.83(a) 
provides that conventional features "disclosed in the description and claims, where their detailed 
illuatiation is not essential for proper understanding of the invention, sho\ild be illustrated in die 
drawing in the form of a graphical drawing symbol or labeled representation (e.g., a labeled 
rectangular box)/' 

However, with respect to obviousness, under MPEP §2142 and 2143.03 **To establish 
facie obviousness of a claimed invention, all the claim limitations must be taught or suggested by the 
prior art. In n? VLoyka, 490 F.2d 981 , 1 80 USPQ 580 (CCPA 1974). "All wotds in a claim roust be 
considered in judging the patentability of that claim against the prior art " In re Wilson, 424 F.2d 
1382, 1385, 165 USPQ 494, 496 (CCPA 1970)." In view of the different standards, AppeDanbi 
submit that the Examiner is confiising the different standards and attempting to apply them to each 
other without any l(^al foundation. 

Again, Appellants axgxied diat the claimed scenarios (wherein different handheld computing 
devices are used) contained conventional featuxes that were described in the specification in claims 
and could be illustrated in the drawing in i±ke form of a graphical drawing symbol or labeled 
representation. Such an argument is DOt similar or equivalent to stating that utilizing different 
handheld computing devices are unimaginative. Again, the specification of the originally filed 
application clearly supports die dependent claims. The Examiner i* confusing the standards relating 
to arguing whether support exists in the drawings versus that needed to establish nonobviousness. 
Merely because Appellants are arguing details need not be shown in die drawing does not mean that 
the invention is obvious. 

The Exanuner continues (on page 36) and recites: 
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The particular ahaiing of media ftmong compabhle devices between locations is notoriously 
well known. For example, die instant application discloses that the paniculaT ability to record media 
at one location using a VCR and then go to another location to play tfie media back using a 
comp?Uible VCR is well known (lA: Page 2, lines 3-12). 

Appellants disagree with and traverse these asserdons, AppeJknts acknowledge the 
cotnpatible VCRs can be used to play back cotnparible ca5Sctte tapes. However, that is not what the 
present invention rUirr^fi or what the limitations are directed towards. The present ckims are not 
directed towards a VCR bur to a handheld computing device that you can carry widi yoxi, thai you 
can receive content on and then transmit to a STB and playback the content through. Such features 
and capabilities (as clearly set forth in the claim limitations) are not even remotely hinted at in the 
cited references. 

C. Dependent CWis 36. ^1, ^ft. and 59 Ai-e Patentable Over Perlman in view ^f 

PocketTV and further in view of Huang 
In response to the prior arguments, the Examiner submits: 

In particular, it is the examiner's position that the particular di^lay of media using either 
the "same" or a "different STB** from which the content was originally received was clearly only 
knowledge tlat was within the level of ordinary sMl at die time the claimed invention was made. 

Appellants note that such an assertion fails to rely on art of record in the case but is merely 
an assertion based on the Examiner's belief and intuition as to die level of ordinary skill at the time 
the claimed invention was made 

The Answer continues and refers to Appellants admission, the PockccTV press release, and 
the HPJordana User Guide, Appellants traverse such assertions* Namely. Appellants have not 
admitted that the ability to share and distribute media between iwers with a similar configuration is 
dearly known in the art. Further, the PocketTV press release doe$ not remotely reflect die use of 
different or the same STBs as claimed. Lasdy, die HP Jornada reference also fails to disclose such 
claim limitations. Without any evidentiary support based on a cited reference, the Exammer 
continues to rely on impermissible hindsight to reject the claims. While Appellants appreciate dae 
Examiner's acknowledgemenc of the benefits of the present invention, die rejections based on such 
an acknowledgement lack a legal foimdation. 
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D. n<^ pfnHenfr C , Uirr,<i %f, M , SR and 59 A r.^ Parentable Over Schin<^lftT in yit^w 
PorketTV and further in view "f 

Appellants respectfully reassert the arguments set forth in the Appeal Brief. 

E. n^etident Claims .^8. 49. ft^ H <f O AT«^ Parentable Ovet P«>rlir»an jp of ?QpketTy 
flrtd fiiirher in view of Huang 

Appellants respectfidly reassert the arguments set forth in the Appeal Brief. In addition. 
Appellants again note that Ac PocketTV press tekasc does not and cannot teach aU features of a VCR 
merely by stating that it becomes a tninianire VCJL Further, ihe VCR Kke features upon which the 
claims are rejected arc not present anywhere, explicitly or impliatly in the PocketTV press release. 

p. De pPTident Chirr.. 49 fiO Are Pata^tahle Over SrhlTKUei: in viy^ "f 

PocketTV and fi irthcr in view of Huan^ 
Appellants respectfully reassert the arguments set forth in the Appeal Brief. 

G. Dependent a^irr,^ ^9 and 6 1 ^rP Patentable Ovftr Perlman in vjyw of Pocl^etTV an d 
further in viffw <^ f HiiaTig 

In countering the arguments set forth in the Appeal Brief, the Examiner merely states that the 
particular usage of MPEG encryption is notoriously wcU known in the art and the PocketTV article 
provides no teaching so as to dissuade one &om employing a weU-known technique to prevent 
unauthorized copying of information. As admitted by the Examiner, MPEG standards is "an open, 
nonproprietary, and non-encrypted format" Now the Examiner is asserting diat MPEG inchxdes 
encryption. 

For such support, the Examiner improperly tedtcs a new patent - Park (U.S. Patent No. 
5,761,302). Appellants note that die Examiner has not offidaUy used Park to reject the claims. Instead, 
die Examiner unoffidally refers to it for a proposition that MPEG encryption can be used in 

-9- 



PAGE mi ' RCVD AT 11/8/2008 5:55:32PM [Eastern Standard Tiine]'SVR:USPT0{FXRF-1/7' DNiS:2738300' CSID:3109840941 ' DURATION (in[n-ss):05-26 



11/08/2006 16:00 FAX '3109640941 



P a L LEGAL 



(gl01 1/017 



association with a recording device to limit distxibudon of recotded media. Namely, the Exammer relies 
on col. 1, lines 5-10 and coL 2, lines 40-45. 

Appellants respectfully traverse such an assertion. Col. 1, lines 5-10 provide: 

Tlie present invention iekte» to a copy prcvcniioji technolog7 for n digital video system, and 
more particularfy. to a copy prevention meihod and appanirus for a digital VCR to which encfyption 
is introduced to displiiy a picture only in a VCR internally con taming a corresponding cncrypnon 
codCi thereby prevennng rape £com being copied. 

Col- 2, lines 40-45 provide: 

Therefor, ir is an object of the present invennon to an illegal copy prevention iziethod and 
Apparatus for a digital video system in which, in copy tape, encrypted key informadon is transmitted 
and recorded so that a copied tape is teproduciblc only in a VCR having a corresponding encrypted 
key information^ thereby preveming copy. 

Thus, 05 can be seen, the text of Park merely provides for encrypting data onto a copy tape 
that can only be viewed by a VCR having key information that can decrypt the content on the tape. 
Such a teaching is not even remotely similar to that of the present claims. 

The present claims provide for encrypting data that is stored on the handheld computing 
device. Encrypting data on a tape does not and cannot teach, disclose, or suggest, explicitly or 
imphcitly encrypting data that is stored on the claimed device. 

In view of the above, Appellants respectfully request reversal of the rejections of these 

claims. 

H. Qppcndcnr riaim<i ^9 and 61 are Patentable Qver Schindler in vie w of PockctTV 
and further in view of Huang 

Appellants reassert the arguments set forth in the Appeal Brief. 

I. Dependent Claims 40. 50. and 62 are Patentable Over Perhitan in view of PocketTV 
and further in view of Huang 

In rcspotise to the argumencs in the Appeal Brief, the Examiner indicates that the features \xpon 
which apphcant relies are not recited in the rejected claims. Appellants respectfully disagree. The 
independent claims provide that the handheki computing device both (1) controls the STB using a 
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command signal, and (2) transtnics stored a\adio/visml infoimacion to the STB for display on an output 
device. These dependent daims provide that the communication between the handheld device and the 
STBs is via wireless communication. Thus, the cfeiros provide diat both aspects (1) and (2) are 
conducted via a wireless transmission. In view of the above. Appellants submit that the arguments set 
forth in the Answer are mentiess. 

J. De pcndenr ri^iifnfi 40. 50. and 62 are Pate nt^hlp^ Oy^r Schindler in view of 

PocketTV and further in view of Htiang 
Appellants reassert the arguments set forth in the Appeal Brief, 

K. Dependent Claims 41 , SI ^ and 63 are Not S eparately Argued 

L. Dependent Claims 42, 52, and 64 are Parentable Over Perlman in view of Pp^k^tT V 
and farther in view of Huang 

Appellants first noce diat diis claim is directed towards die handheld computing device 
controlling a VCR (a video cassette recorder) that is incorporated into the STB, Thus, die daim dcady 
distinguishes between a VCR and that of die handheld compuraig device. In this reg^, the Office 
Action alleges diat the PocketTV press release equates the handheld device to a miniature VCR. If such 
facts were true, then daere would be no reason or rationale for the PocketTV device to canttol another 
VCR in an STB. Consequently, the language of this daim and the existence of a VCR in the STB as 
claimed makes it impossible for the Examiner's original analysis vAth respect to die PocketTV press 
release to apply hereia. 

In addition, in response to the ptiot arguments, the Examiner now asserts that a VCR is 
commonly understood to be a device for the recording and playing back of media. Appellants submit 
that a VCR as commonly understood is a device that uses videocassettes for recording and playing 
back videotapes (see Mcrriam- Webster Online Dictionary at www.m-w. com/ jicdonary/vct;). Thus, 
rather than a VCll being capable or recording and playing back media itself; it is merdy a device that 
causes such recotdiog to occur on a cassette tape in analog form. In diis regard, the PocketTV 
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device is not and cannot be a VCR since tt does not Have a tape as are commonly used in VCRs. In 
fact, by definition^ a VCR has a cassette (i.e., it is a video cassette recorder). 

In addition, the Examiner continues and states that die STB can be a digital video tape for 
recording and playback of video. Such an interpretation extends well beyond die commotily 
understood meaning of both VCRs and digital video tapes. In this regard, a digital video tape is soil 
a tape but is capable of recording digital content. A digital video tape merely records digital rather 
than analog signals. Further, such digital video tapes are used to record infomiation feom a video 
camera on mini-digital video tapes- To date, the Examiner has not presented any disclosure or 
teaching that describes a VCR using digital video tapes. Appellants submit that such a practice is not 
common and is weU outside the scope of the cited references. Instead, on digital recording systems, 
tapes are not used, but the data is merely recorded onto a hard drive. However, Appellants are not 
making any assertions with respect to digital video recorders or the valid dates or priotity of such 
information with respect to the present invention- 

In view of the above, for the Examiner to assert that an STB can be combined with a digital 
video tape is wholly widiout merit Such a digital video tape wouU have to have an input mechanism to 
insert the tape, mechanics for playing and recording the information, etc. It is completely and entirely 
illogical and without merit to assert that a device is a digital video tape without any Actual support 
within the reference. 

In view of the above. Appellants respoctfiolly request reversal of the rejections- 

M. Dependent Claims 43. 53, and 65 are Patentable Over Perlman in view of PogketTV 

and further in view of Huang 
In response to the prior arguments, the Eacaminer counters while telying on his onam knowledge 
without taking of&cial notice of any facts or relying on a reference. The Examiner asserts 

No known compression in the art can allow tlie device to phyacally store every video stream in 
the kncywn universe on a 64 MB caid. Given the limited amount of mcmCtty, why would the system 
lecotd video that is not desired by die user? Given ihc pluiaUiy of broadwt streams availabk to it, v^y 
woijidn*! die system serve to filter ox to only record diosc rcqiiesied/dcsiied? Similaily, why would the 
sygtcm transmit information to die recording device that it can'i possibly store due to a lack of storage 
space? 
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As can be cleady seen from such text, the Examiner is assertiiig aigumeats without any factual 
or evidentiary support. As to tecotding video that is not desired by the user, it may be possible that a 
system automatically records daia that it may think or anticipate the user desires (when the user doesn't 
actually desire the material). Again, the Examiner is making improper assertions and completely £iils to 
establish a pnma facie case of non-obviousness with respect to these claims. 

The Examiner continues and essentially acknoMdedges the benefits of the pteaent invention. 
While Appellants appreciate such acknowledgement, to assert that such benefits are obvious relies on 
impermissible hindsight. 

N. Dependent Tlaims 53. and 65 are Patcntah l*?^ Over Schindler in view of 

PocketUV and further in v ^n? 
Appellants reassert the atgumenis set forth in the Appeal Brief. 

O. Dependcn ^ n^im^ 4 4. 54. and 6 6 are Not St-parately Argued 

P. Dependenr riflims 45. 55. and 67 ate Patent able Over P^rlman in view of PocketTV 

and further in view of Huang 
In response to the prior arguments^ the Answer provides: 

iTifc claims requite absolutely nothitig with respect to the sixe of the "threshold". If dierc 
isn't anjr infozmatian to tr^nsrnit (ex. 0 MB), then why or what would it transmit. Kathci, video 
informafion is clearly only tiatiemitted for playback when there is something to transmit (ex. greater 
dian 0 MB). 

Appellants respectfully traverse the assertions. The fact that the clai m s recite "an amount*' 
inherendy indicates that there must be some data. Further, as claimed, a comparison is conducted 
between the amount and a threshold. The Examiner is again making an asstunption that the 
threshold is merely an/ data at alL Under the Examiner's interpretation, the information would 
always and automatically be transmitted whenever the data existed at all. Such a pracdce neither 
teaches, nor discloses, explicidy or implicitly, a detemnination regarding an amount of data with 
respect to a threshold and transmitting when the direshold haa been exceeded (as claimed). Further, 
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such an intctprctadon would tender die claim as having no limitations and thereby be essentially 
worthless. In this regard, such an interpretation is improper. Thus, the Patent Office has foiled to 
establish a prima facie case of obviousness^ 

The Answer continues and provides that the HP Jordana can only support streaming once 
the transmission rate reaches 100 Mbit/ sec. The Examiner concludes that "once or only when the 
^amount of information* exceeds the threshold or necessary bandwidth of 100 Mbit/sec, can the 
system transmit /distribute information wirelessly." Appellants respectfully disagree with and 
traverse such an assertion. Such an ai^;ument is wholly widiout merit. The reference to 100 
Mbit/sec is in the PocketTV press release and provides: 

"As soon as wicdcss sttcamtng ceaclits 100 Mbit/sec or higher hitratc for Palm-sizt devices, 
PocketTV win bdng stteaming video directly to your Pocket", added Tristan. 

As can be seen, the reference to 100 Mbit/scc describes what PocketTV may be able to 
support in the futute. Such a statement has nothing whatsoever to do with the current capabilities 
of die PocketTV device or the Jordana device. Not does such a statement have any relationship to 
the claimed evaluation of a threshold. In fact, the PocketTV press release does not describe what bit 
rate it supports whatsoever. Again, the Examiner consiatentiy relics on the PockeiffV press release 
which is not enabling for the purpose and limications upon which it is relied. 

Q. Dependent Claitns 45. 55. and 67 are Patentable Over Schindler in view of 

PocketTV and hmher in jrieno^ PTi^nrt^ 
Appellant reasserts the arguments set forth in the Appeal Brief. 

R. Dependent riftims 4<^. 56, and 68 are Not Separately Argued 

S. Independ mt rUim s 35. 47. and 57 are Patentable Over 5;rhinHl er in view of 

PocketTV and ftitther in view of Huang 
The arguments $ct forth in die Answer are cumulative to those previously set forth. 
Accordingly, Appellants reassert the arguments as set forth in the Appeal Brief and above with 
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RECEIVED 
CENTRAL FAX CENTER 

NOV 0 8 2006 

respect to these claims. 

T. Dependent TUim 4^ Patent!ible > rWr <;rViit>dlfct in view of PocketTV and further 
ir^ view of Huan^ 

The arguments set forth in the Answer axe cutnularive to those previo\isly set forth. 
Accordingly, Appellanis reassert die arguments as set forth in the Appeal Brief and above with 
respect to these claims. 

U. nependent ClaimR 42. 52 , ^nd 64 Are Patentable Over Scbindler in vigw qf 
PocketTV and further in view of Huang 

The aiguments set forth in the Answer are cumukrive to those previously sec forth. 
Accordingly, Appellants reassert the flj^;iiment3 as set forth in the Appeal Brief and above with 
respect to these claims. 



-15- 



PAa 16/17 * RCVD AT 11/8/2006 5:55:32 PM [Eastern Standard 



11/08/2006 1G:02 FAX '3109640941 P & L LEGAL RECEIVED ©017/017 

CENTRAL FAX CENTER 

NOV 0 8 2006 



IL CONCI.USIQN 

In light of the above aigumcnts. Appellant respectfuJlj submit that the dtcd references do 
not anticipate nor render obvious the claimed invention. More specifically. Appellant's claims recite 
novel physical features which patentably distinguish over any and all references under 35 U,S.C, §§ 
102 and 103. As a result, a decision by the Board of Patent Appeals and Interferences reversing the 
Examinct and directing allowance of the pending claims in the subject application is respectfully 
solicited. 

Respept^fly submij;^d» 



Date: November 8, 2006 



TCO^mn S, Gruncbach, Registration No. 33,179 
Att^aey for Appellants 
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